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Application No. 



10/762,103 
Examiner 



iThaoT. Tran 1711 

Period for" RepT^ ^ * °* C ° mmUniCati ° n appeafs °" the cover sheet ^hth ^orrespondence address ~ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS from 
THE MAILING DATE OF THIS COMMUNICATION ~ MONTH(S) FROM 

" 3^(1)^^^ mnoeven^weve^aya.p^e.i.e.v^ 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2 bM This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

Claim(s) 1_21_ is/are pending in the application. 
4a) Of the above claim(s) 8_21 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) [X] Claim(s) 1_7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
< A n T R u eP,aCement drawlng sheet < s > lncludin 9 the ^rrection is required if the drawing(s) is objected to. See 37 CFR 1 1 21 (d) 
1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19(aWd) or (f) 
a)D All b)Q Some * c)D None of: U " 
1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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1) £3 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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Paper No(s)/Mail Date 9/20/04.1/20/04 
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4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 
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DETAILED ACTION 

Election/Restrictions 
1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -7, drawn to a laminate, classified in class 428, subclass 473 . 

II. Claims 8-2 1 , drawn to a method of making a laminate, classified in class 69, 
subclass 48. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made by a different process, such as one employing stretching. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

5. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 
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6. During a telephone conversation with Mr. Richard Getz on October 26, 2004 a 
provisional election was made without traverse to prosecute the invention of Group I, claims 1-7. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
8-2 1 have been withdrawn from further consideration by the examiner, 37 CFR 1 . 1 42(b), as 
being drawn to a non-elected invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Double Patenting 

t a ? C n °™}* mo y double P atentin g ejection is based on a judicially created doctrine 
grounded m public policy (a policy reflected in the statute) so as to prevent the unjustif £ or 
improper t.mewise extension of the "right to exclude" granted by a patent and to pE^tlLble 
harassment by multiple assignees. See /* re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2oTo ffed 

F 2d 937 \ M USPot fcCPA tS',W ^ 645 <*' 1985 * * " °™>" ™ 
i W V US ^ Q 761 ( CCPA 1982 )i In ^ Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969) 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double pa entin ground 
provided the confuting application or patent is shown to be commonly o wned w h tl£ 
application. See 37 CFR 1 . 1 30(b). 

disclainfef t lernZTJ' W"*' attorae y or of record may sign a terminal 

CFR 313(b) dlsclai mer signed by the assignee must fully comply with 37 

9. Claims 1, 3-6 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-2, 4-7, and 9 of Copending Application, 
Serial No. 10/762,104. Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because the claims of the copending applicat.on contain the subject 
matter that is narrower in scope than that in the instant claims, rendering them obvious over each 
other. 

Claims 1-2, 4-7, and 9 of the copending application recite all of the limitations in instant 
claims 1 and 3-6. Moreover, claims 1 and 6 of the copending application disclose an underlayer 
and a backer in addition to the core layer and the first decorative layer. Thus, the scope of claims 
1 and 6 of the copending application is narrower in scope than that in the instant claims, 
rendering them obvious over each other. 



Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

11. Claims 1 and 4-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Sturm (US 
Pat. 2,622,991). 

Sturm teaches a laminate, comprising one or more layers of a thermoplastic material with 
superposed or interposed layers of a non-thermoplastic material, such as leather, to be printed, 
colored, or coated (decorative) (see col. 1, In. 1-12), wherein the thermoplastic material layer is 
made of paper or wood impregnated with acrylic soluhon (see paragraph bridging col. 1-2). 
Thus, Sturm's laminate meets the requirements for claims 1 and 4-6. 
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Claim Rejections - 35 USC § 103 

1 2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

tltZVi7l^ ^ in ;l th0U S h ' he mvent '°" ' s ™* identically disclosed or described as set forth in 
"J? °? °™' S 1 tle ' ,f the d,ff ^nces between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a oerson 
having ordmary ski., in the art to wh.ch said subject matter pertains. Patentab.Hty sha.l no7b nTga ive ZZ 
manner in which the invention was made. 8 oy ine 

13. Claims 2-3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sturm 
as applied to claim 1 above, and further in view of Scher et al. (US Pat. 4,25,480). 

Sturm is as set forth in claim 1 above and incorporated herein. 

Sturm teaches the paper sheet impregnated with an acrylic solution, instead of phenol- 
formaldehyde. 

Scher teaches a laminate comprising a core layer being a paper sheet impregnated with 
phenol-formaldehyde, the laminate being about 50 mils (or 1.27 mm), and the laminate coated 
with a release sheet (see col. 1, In. 14-65). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have used the core layer and the release sheet, as taught by Scher in the 
laminate of Sturm. This is because Scher teaches that the paper sheet impregnated with phenol 
formaldehyde would have made the laminate cured better under heat and pressure, and the use of 
a release sheet would have made the laminate easier to handle (see col. 1, In. 14-16, 62-65). 

With respect to the leather thickness and the amount of the resin, Scher teaches the 
laminate being about 50 mils, which appears to read on the instantly claimed range. Although the 
Sturm combination does not specifically teach the amount of the resin in the core layer, Scher 
does teach the amount of the melamine formaldehyde resin in the print sheet to be 35-40% (see 
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col. 2, In. 57-58). Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made, that the amount of the resin in the core layer would have been 
about 35-40% as in the print layer to be effective. 



Contact Information 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thao T. Tran whose telephone number is 571-272-1080. The 
examiner can normally be reached on Monday-Friday, from 8:30 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



tt /fan 

October ?Q ICiCiA THAOT.TRAM 
October 29, 2004 PATENT EXAM1MIM 



